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DETAILED ACTION 

It is acknowledged that the previously sent Notices of Suspension have expired 
while multiple counts and multiple party Interference issues have been considered but 
are presently not appropriate to proceed at this time due to a lack of at least one claim 
which is indicated as allowable which corresponds to any of the proposed counts. The 
submission of multiple requests for Interference is however acknowledged. 

It is also acknowledged that numerous additional claims have been submitted for 
examination. The instant application has been fully reconsidered due to these new 
issues present in the presently pending claim set which has raised new issues as set 
forth below. 

Applicants 1 arguments, filed 3/28/03, 8/4/03, and 10/27/03, have been fully 
considered and the following rejections and/or objections newly applied. They 
constitute the complete set presently being applied to the instant application. 

NEW MATTER 

Claims 512-521, 523, 524, and 526 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 

reasonably convey to one skilled in the relevant art that the inventor(s) r at the time the 

application was filed, had possession of the claimed invention. 

It is noted that newly added claims 506-531 have been pointed to by applicants 
to originally filed claims for written support. Newly added claims 506-531 have been 
pointed to originally filed claims 72-93 and 96-99, respectively. Several inconsistencies, 
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however, are present which supports this NEW MATTER rejection due to respective 
claims as listed above not supplying written basis for the now pending claims. 

In newly added claim 512 the last line thereof is not the same as the last line of 
claim 78 which was pointed to for support. In particular original claim 78 is directed to a 
DNA molecule which is carrying a polynucleotide which comprises sequence options as 
listed therein. The apparently corresponding now pending claim 512 now also is 
directed to such a polynucleotide but now also includes an option which is an 
unspecified "sequence" as well as alternatively including a further subdivision of the 
polynucleotide to include a segment which is of low complexity. This undefined 
"sequence" option for claim 512 is NEW MATTER as well as the further subdivision of 
the polynucleotide to contain a "segment" which subdivision was not previously cited in 
the pointed to claim 78. Claim 524 also contains this NEW MATTER in corresponding 
inconsistently from original claim 90. Claims which depend directly or indirectly from 
claims 512 or 524 also contain this NEW MATTER due to their dependency. 

Claim 513 also further contains NEW MATTER in that it cites a filamentous 
phage which "contains" a DNA molecule whereas in contrast originally filed claim 79 
discloses that the DNA molecule "is" the filamentous phage. The added "contains" vs. 
"is" different is NEW MATTER in newly added claim 513. This is NEW MATTER in 
claim 514 which depends from claim 513. This same NEW MATTER is present in claim 
520 which is not consistent with the pointed to originally filed claim 86. Claim 521 also 
contains this NEW MATTER due to its dependence from claim 520. This NEW 
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MATTER issue is also present in claim 523 which is not consistent with the pointed to 
originally filed claim 89. 

VAGUENESS AND INDEFINITENESS as well as 
NEW MATTER 

Claims 283-362, 364-380, 382-398, 400-404, 406-439, 441-505, and 532-547 
are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claimed compositions, kits, and methods, cite a signaling entity nucleic acid 
portion per se therein which is capable of either binding or hybridizing with the bridging 
entity nucleic acid second portion. See, for example, claim 283, lines 7-8, specifically. 
These binding "or" hybridizing" options are not commensurate in scope with the 
interaction cited for said signaling entity with the bridging second portion which only 
cites annealing and not generic binding practice. This is directly cited in the 
specification on page 17, last 4 lines, wherein this annealing practice is cited but no 
generic binding between the above two cited entities. This limited citation to annealing 
is also present in originally filed instant claim 1 . 

This above discussed limitation to annealing as originally filed, which is - - 
reasonably interpreted as functionally equivalent to hybridizing, whereas, in contrast, 
the present claims are broader to include generic binding also supports the below NEW 
MATTER rejection of the presently pending instant claims. 
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Claims 283-362, 364-380, 382-398, 400-404, 406-439, 441-505, and 532-547 
are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The NEW MATTER has been described in the immediately 
preceding paragraph. 

PRIOR ART 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 509, 510, 512-517, and 520-527 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated bv MOLECULAR CLONING fManiatis et al. (1982)]. 

Pages 51-54 of Maniatis et al. disclose various filamentous phages which contain 
DNA molecules as well as both single and double stranded nucleic acid forms thereof 
which anticipates the above instant claims. Sequences therein are disclosed on page 
53 which specifically read on sequences as cited in instant claim 512, for example. 
Such polynucleotides may also be interpreted reasonably as functional segments 
therein which also comprise a polysaccharide as required in instant claim 509. It is well 
known that each nucleotide residue is a saccharide unit as in said claim 509. Page 53 
of Maniatis et al. also discloses segments of the M13 DNA which are receptors for 
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restriction endonuclease binding sites as also required in instant claim 510. Page 52 of 
the reference cites the presence of a covalently attached polylinker segment which 
produces a detectable signal via insertions therein thus anticipating instant claims 522 
etc. 

Claims 506, 509, and 510 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Langer et al. [PNAS 78(1 1) 6633 (1981)]. 

Langer et al. discloses polynucleotides of DNA or RNA with biotin covalently 
attached which covalent attachment also results in antibody attachment which 
anticipates the above listed instant claims. Such an antibody is also a receptor for biotin 
binding as required in certain instant claims such as claim 510. See the entire 
document and especially page 6635, first column, second full paragraph. 
CLAIM OBJECTIONS 

Claims 507 and 528-531 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 508 and 51 1 are allowed. 

Papers related to this application may be submitted to Technical Center 1600 by 
facsimile transmission. Papers should be faxed to Technical Center 1 600 via the 
Central PTO Fax Center. The faxing of such papers must conform with the notices 
published in the Official Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 
(November 16, 1993), and 1157 OG 94 (December 28, 1993)(See 37 CFR § 1.6(d)). 
The Central PTO Fax Center number is (703) 872-9306. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ardin Marschel, Ph.D., whose telephone number is 
(571)272-0718. The examiner can normally be reached on Monday-Friday from 8 A.M. 
to 4 P.M. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (571)272-0722. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to Legal Instrument Examiner, Tina Plunkett, whose telephone number is 
(571 )272-0549 or to the Technical Center receptionist whose telephone number is (703) 
308-0196. 



February 9, 2004 




AROiN H. MARSCHEL 



